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DETAILED ACTION 

Applicant's reply filed March 10, 2009 has been fully considered. Claims 24, 25, 35, and 
38 are amended, claims 1-19, 33, 34, 36, and 37 are cancelled, and claims 20-32, 35, and 38 are 
pending. 

Terminal Disclaimer 

The terminal disclaimer filed on March 10, 2009 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of US Pat. No. 
6,926,836 has been reviewed and is accepted. The terminal disclaimer has been recorded. 

Response to Amendment 

The declaration under 37 CFR 1.132 filed March 10, 2009 is insufficient to overcome the 
rejection of claims 20-32, 35, and 38 based upon the 35 USC 102 and 35 USC 103 rejections 
over Fidoe et al. (Intl. Pub. No. WO 02/08127) as set forth in the last Office action because: The 
declaration fails to set forth facts that are commensurate in scope with the instant claims. 
Neither the instant specification nor the instant claims limit the definition of a slurry to a liquid 
containing solid levels of around 70-80 weight percent that is in a homogeneous phase. Such a 
narrow definition of a slurry is not consistent with the much broader definition of a slurry as set 
forth by Merriam- Webster (www.merriam-webster.com/dictionary/slurry) of a slurry as "a water 
mixture of insoluble matter". As Fidoe et al. teaches a water containing metal sulphide scale (an 
inorganic solid-water mixture), Fidoe et al. is deemed to teach a slurry as broadly defined. 
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Claim Rejections - 35 USC §102 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



Claims 20-23, 26, 27, and 32 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fidoe et al. (Intl. Pub. No. WO 02/08127). 

Regarding Claims 20-23: Fidoe et al. teaches a method of treating water containing 
metal sulphide scale (an inorganic solid-water mixture/slurry) comprising adding to the mixture a 
tetrakis (hydroxymethyl) phosphonium sulphate, chloride, or phosphate (Pg. 4, Lns. 5-15 and Pg. 
18, Lns. 1-10). Fidoe et al. further teaches adding a chelant/dispersant such as an amino 
phosphate of formula: R^NCFLPOsXi (a phosphnated compound containing at least one 
tertiary nitrogen atom) (Pg. 4, Lns. 1-5, 25-30). 

Regarding Claims 26 and 27: As dispersants (b(i)) and (b(ii)) are recited in the 
alternative in claim 20, the homopolymer of acrylic acid (dispersant (b(ii))) is not being 
interpreted as a required component. 

Regarding Claim 32: Fidoe et al. further teaches the method where the THP and 
chelant/dispersant are added with bentonite (clay) (Pg. 8, Lns. 5-10) which would inherently 
form a clay/THP/dispersant slurry upon initial contact with water. 



Claim Rejections - 35 USC §103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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Claims 24, 25, and 28-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fidoe et al. (Intl. Pub. No. WO 02/08127). 

Fidoe et al. teaches the method of claim 20 as set forth above. 

Regarding Claims 24 and 25: Fidoe et al. further teaches that the amino phosphate 
R 1 R 2 NCH 2 P0 3 X 2 may include compounds where R 1 and R 2 are CH 2 P0 3 X 2 and X is a hydrogen 
or an alkali metal such as sodium (Pg. 4, Ln. 25 to Pg. 5, Ln. 17). 

Fidoe et al. does not explicitly teach the tetrasodium salt of nitrilo-tris(methylene 
phosphonate). However, at the time of the invention, a person of ordinary skill in the art would 
have found it obvious to use the tetrasodium salt of nitrilo-tris(methylene phosphonate) in the 
method of Fidoe et al. and would have been motivated to do so because Fidoe et al. teaches that 
the amino phosphate R 1 R 2 NCH 2 P03X 2 may include compounds where R 1 and R 2 are CH 2 PC>3X 2 
and X is a hydrogen or an alkali metal such as sodium, and therefore, one of ordinary skill in the 
art would have a reasonable expectation of success that such specific compounds would be 
effective in the method of Fidoe et al. (Pg. 4, Ln. 25 to Pg. 5, Ln. 17). 

Regarding Claim 28: Fidoe et al. further teaches the proportion of THP to 
chelant/dispersant to be from 1:2 to 2:1 (Pg. 5, Lns. 19-22). 

Fidoe et al. do not teach the proportion of THP to chelant/dispersant to be about 2:1. 
However, it is common practice in the art to optimize the relatvie amounts of result effective 
variables such as the proportion of THP to chelant/dispersant (see MPEP 2144.05). At the time 
of the invention, a person of ordinary skill in the art would have found it obvious to optimize the 
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proportion of THP to chelant/dispersant taught by Fidoe et al. and would have been motivated to 
do so in order to achieve the most effective dissolution and dispersion of iron sulphide deposits. 

Regarding Claim 29 and 30: Fidoe et al. further teaches the method where the 
concentration of THP and chelant/dispersant added to the slurry to be from lppm up to saturation 
(Pg. 7, Lns. 15-25). 

Fidoe et al. does not teach the method where the concentration is from lOppm to 
lOOOppm or about 750ppm. However, it is common practice in the art to optimize the relative 
amounts of result effective variables such as the concentration of THP and chelant/dispersant 
(see MPEP 2144.05). At the time of the invention, a person of ordinary skill in the art would 
have found it obvious to optimize the amount of THP and chelant/dispersant added in the method 
of Fidoe et al. and would have been motivated to do so because Fidoe et al. teaches that the 
amount of THP and chelant/dispersant will vary depending on the requirements of the system 
(Pg. 7, Lns. 15-25). 

Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fidoe et al. (Intl. 
Pub. No. WO 02/08127) in view of Case (US Pat. No. 2,877,848). 

Fidoe et al. teaches the method of claim 20 as set forth above. 

Fidoe et al. does not teach the method where the slurry comprises a calcium carbonate- 
based slurry. However, Case teaches a method of treating a water system to remove deposits 
such as calcium carbonate (a slurry) (2:15-30, 4:55-70). Fidoe et al. and Case are analogous art 
because they are concerned with the same field of endeavor, namely the treatment of deposits in 
oil well water systems. At the time of the invention, a person of ordinary skill in the art would 
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have found it obvious to treat calcium carbonate as taught by Case with the method of Fidoe et 
al. and would have been motivated to do so because Case teaches that calcium carbonate and 
iron sulfide are both common precipitated solids in oil wells that can be similarly treated (2:15- 
30, 7:60-70). 

Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fidoe et al. (Intl. 
Pub. No. WO 02/08127). 

Fidoe et al. teaches a method of treating water containing metal sulphide scale (an 
inorganic solid-water mixture/slurry) comprising adding to the mixture a tetrakis 
(hydroxymethyl) phosphonium sulphate, chloride, or phosphate (Pg. 4, Lns. 5-15 and Pg. 18, 
Lns. 1-10). Fidoe et al. further teaches adding a chelant/dispersant such as an amino phosphate 
of formula: R 1 R 2 NCH 2 P03X 2 (a phosphnated compound containing at least one tertiary nitrogen 
atom)(Pg. 4, Lns. 1-5,25-30). 

Fidoe et al. does not explicitly teach the tetrasodium salt of nitrilo-tris(methylene 
phosphonate). However, at the time of the invention, a person of ordinary skill in the art would 
have found it obvious to use the tetrasodium salt of nitrilo-tris(methylene phosphonate) in the 
method of Fidoe et al. and would have been motivated to do so because Fidoe et al. teaches that 
the amino phosphate R 1 R 2 NCH 2 P0 3 X 2 may include compounds where R 1 and R 2 are CH 2 P0 3 X 2 
and X is a hydrogen or an alkali metal such as sodium, and therefore, one of ordinary skill in the 
art would have a reasonable expectation of success that such specific compounds would be 
effective in the method of Fidoe et al. (Pg. 4, Ln. 25 to Pg. 5, Ln. 17). 
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Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fidoe et al. (Intl. 
Pub. No. WO 02/08127) in view of Lansford et al. (US Pat. No. 3,832,302). 

Fidoe et al. teaches a method of treating water containing metal sulphide scale (an 
inorganic solid-water mixture/slurry) comprising adding to the mixture a tetrakis 
(hydroxymethyl) phosphonium sulphate, chloride, or phosphate (Pg. 4, Lns. 5-15 and Pg. 18, 
Lns. 1-10). Fidoe et al. further teaches the addition of a chelant (Pg. 4, Lns. 1-5), and polymeric 
scale inhibitors (Pg. 14, Lns. 19-30). 

Fidoe et al. does not teach the addition of a homopolymer of acrylic acid with a 
molecular weight of 2,000-5,000. However, Lansford et al. teaches the addition of a 
homopolymer of acrylic acid with a molecular weight of 1,000-10,000 (2:34-40, 60-65 and 3:20- 
30), over lapping with sufficient specificity the claimed range of 2,000-5,000 to water in oil 
wells (6:20-25). Fidoe et al. and Lansford et al. are analogous art because they are concerned 
with the same field of endeavor, namely the prevention of scale/deposits in water in oil wells. At 
the time of the invention, a person of ordinary skill in the art would have found it obvious to use 
the acrylic acid polymer of Lansford et al. in the method of Fidoe et al. and would have been 
motivated to do so because Lansford et al. teaches that it is particularly suitable for preventing 
scale formation in oil wells (6:20-25). 

Response to Arguments 

Applicant's arguments filed March 10, 2009 have been fully considered but they are not 
persuasive. 
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Applicant argues that the treatment of water containing metal sulphide scale is not the 
same as the treatment of an inorganic slurry. This argument has been sufficiently responded to 
in the above section "Response to Amendment". 

In response to Applicant's arguments that neither Fidoe et al, Lansford et al, or Case 
teach or are concerned with maintaining a slurry in a substantially homogeneous phase, the 
recitation "to maintain the slurry in a substantially homogeneous phase" has not been given 
patentable weight because the recitation occurs in the preamble. A preamble is generally not 
accorded any patentable weight where it merely recites the purpose of a process or the intended 
use of a structure, and where the body of the claim docs not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand alone. See 
In reHirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 
88 USPQ 478, 481 (CCPA 195 1). As Fidoe et al. teaches the step of adding the claimed 
phosphonium salt to an inorganic slurry as broadly defined, Fidoe et al. anticipates the method 
claims 20-23, 26, 27, and 32 and the limitations to such a step of method claims 35 and 38 as set 
forth above and in the Office Action mailed December 12, 2008. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/n re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, Fidoe et al. and Case are analogous art because they are concerned with the same 
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field of endeavor, namely the treatment of deposits in oil well water systems and at the time of 
the invention, a person of ordinary skill in the art would have found it obvious to treat calcium 
carbonate as taught by Case with the method of Fidoe et al. and would have been motivated to do 
so because Case teaches that calcium carbonate and iron sulfide are both common precipitated 
solids in oil wells that can be similarly treated (2:15-30, 7:60-70). Also, Fidoe et al. and 
Lansford et al. are analogous art because they are concerned with the same field of endeavor, 
namely the prevention of scale/deposits in water in oil wells. At the time of the invention, a 
person of ordinary skill in the art would have found it obvious to use the acrylic acid polymer of 
Lansford et al. in the method of Fidoe et al. and would have been motivated to do so because 
Lansford et al. teaches that it is particularly suitable for preventing scale formation in oil wells 
(6:20-25). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PETER F. GODENSCH WAGER whose telephone number is 
(571)270-3302. The examiner can normally be reached on Monday-Friday 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/P. F. GJ 

Examiner, Art Unit 1796 
July 2, 2009 



/Harold Y Pyon/ 

Supervisory Patent Examiner, Art Unit 
1796 



